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DETAILED ACTION 



Election/Restrictions 



1. 



Restriction to one of the following inventions is required under 35 U.S.C. 121 : 



I. 



Claims 1 and 2 are drawn to a settlement system. 



II. Claim 3 is drawn to a mobile communication terminal configured to communicate 
with a settlement input device. 

III. Claim 4 is drawn to a settlement input device. 

IV. Claim 5 is drawn to a settlement input device. 

V. Claim 6 is drawn to a settlement device. 

VI. Claims 7 and 8 are drawn to a settlement device. 

VII. Claim 9 is drawn to a settlement system. 

VIII. Claims 10 and 1 1 are drawn to a mobile communication terminal. 

IX. Claims 12 and 13 are drawn to a settlement device. 

X. Claim 14 is drawn to a settlement system. 
XI Claim 15 is drawn to a settlement device. 

2. Inventions I, VII and X are directed to related systems for settlement of a charge related 
to input data of purchase items. The related inventions are distinct if: (1) the inventions as 
claimed are either not capable of use together or can have a materially different design, mode of 
operation, function, or effect; (2) the inventions do not overlap in scope, i.e., are mutually 
exclusive; and (3) the inventions as claimed are not obvious variants. See MPEP § 806.05(j). In 
the instant case, the inventions as claimed meet each of the aforementioned requirements as 
follows: 
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3. Inventions I VII and X have are not capable of use together and can have materially 
different design, mode of operation, function or effect and do not overlap in scope, i.e. are 
mutually exclusive. Invention I has a settlement deice having a control unit which transfers an 
amount of money determined by the data of the charge from the first account determined by the 
identification data of the mobile Communication terminal received from the settlement input 
device to the second account determined by the identification data of the settlement input device. 
Invention VII has a settlement device having a control unit configured to compare the data of the 
charge from the settlement input device and the data f the charge from the mobile 
communication terminal transfer an amount of money determined by the data of the charge from 
the first account determined by the identification data of the mobile communication terminal 
received from the settlement input device to the second account determined by the identification 
data of the settlement input device at least when the data of the charge from the settlement input 
device and the data of the charge from the mobile communication terminal are in agreement. 
Invention X has a settlement device having a control unit configured to compare the data of the 
charge from the settlement input device and the data of the charge from the mobile 
communication terminal transfer the amount of money determined by the data of the charge from 
the first account determined by the identification data of the mobile communication terminal to 
the predetermined account. 

Invention II (claim 3) is a subcombination distinct from combinations I, VII and X. 

4. Inventions II and inventions I, VII and X are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that 
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the subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the 
instant case, none of the combinations as claimed require the particulars of the subcombination 
as claimed such as a mobile communication terminal having a control unit that is configured to 
generate identification data for a purchase transaction which varies with different purchase 
transactions according to a predetermined rule . This feature of the mobile communication 
terminal is not required by the settlement systems of inventions recited in combinations I, VII 
and X. Furthermore, the subcombination has a utility by itself that of generating identification 
data for a purchase transaction which varies according to a predetermined rule. 

Invention III (claim 4) is a subcombination distinct from combinations I, VII and X. 
5. Inventions III and inventions I, VII and X are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations 
(MPEP § 806.05(c)). In the instant case, none of the combinations as claimed require the 
particulars of the subcombination as claimed such as a settlement input device having an 
input unit configured to input data of purchased items and 
identification data of the mobile communication terminal . This 
feature of the mobile communication terminal is not required by the settlement systems of 
inventions recited in combinations I, VII and X. On the other hand the settlement input device 
has utility by itself or other combinations such as inputting input data of purchased items and 
sending it to an identified mobile communication terminal. 

Invention IV (claim 5) is a subcombination distinct from combinations I, VII and X. 
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6. Inventions IV and inventions I, VII and X are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations 
(MPEP § 806.05(c)). In the instant case, the none of the combinations as claimed require the 
particulars of the subcombination as claimed such as a settlement input device having a 
second reception unit configured to receive a determination 
result for the identification data of the purchase transaction 
and a display for displaying the determination result whether 
the received identification data of the purchase transaction 
satisfy a predetermined rule relative to stored identification 
data of a previous purchase transaction. On the other hand the settlement 
input device has utility by itself or other combinations such as receiving and displaying a 
determination result concerning a purchase transaction. 

Invention V (claim 6) is a subcombination distinct from combinations I, VII and X. 

7. Inventions V and inventions I, VII and X are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations 
(MPEP § 806.05(c)). In the instant case, none of the combinations as claimed require the 
particulars of the subcombination as claimed such as a settlement device having a reception 
unit configured to receive from the settlement input device the 
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data of the charge, the identification data of the mobile 
communication terminal, and the identification data of the 
settlement input device . On the other hand the settlement device has utility by itself 
or other combinations such as receiving data of the charge from a settlement input device the 
data of the charge, the identification data of the mobile communication terminal, and the 
identification data of the settlement input device. 

Invention VI (claims 7 and 8) is a subcombination distinct from combinations I, VII and 
X. 

Inventions VI and inventions I, VII and X are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations 
(MPEP § 806.05(c)). In the instant case, the none of the combinations as claimed require the 
particulars of the subcombination as claimed such as a Communication terminal having a 
storage unit configured to store at least identification data of a previous purchase transaction 
made by the mobile communication terminal and a control unit and a control unit configured to 
transfer an amount of money based on the identification data of the previous purchase 
transaction based on a determination that the identification data of the purchase transaction 
received from the settlement input device satisfies a predetermined rule. The communication 
terminal has utility by itself or other combinations such as transferring an amount of money 
based on the identification data of the previous purchase transaction, and determination that the 
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identification data of the purchase transaction received from the settlement input device 
satisfies a predetermined rule. 

Invention VIII (claims 10 and 1 1) is a subcombination distinct from combinations I, VII 

and X. 

Inventions VIII and inventions I, VII and X are related as combination and 
subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations 
(MPEP § 806.05(c)). In the instant case, the none of the combinations as claimed require the 
particulars of the subcombination as claimed such as a mobile communication terminal having 
at least an input unit and a transmit unit wherein the transmission unit configured to transmit the 
received data of the charge to the settlement device through a mobile communication network 
in response to the input data from the input unit. This feature of the mobile communication 
terminal is not required by the settlement systems of inventions recited in combinations I, VII 
and X. Furthermore, the subcombination has a utility by itself that of transmitting the received 
data of the charge to the settlement device through a mobile communication network in 
response to the input data from the input unit. 

Invention IX (claims 12 and 13) is a subcombination distinct from combinations I, VII 
and X. 

Inventions IX (claims 12 and 13) and inventions I, VII and X are related as combination 
and subcombination. Inventions in this relationship are distinct if it can be shown that (1) the 
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combination as claimed does not require the particulars of the subcombination as claimed for 
patentability, and (2) that the subcombination has utility by itself or in other combinations 
(MPEP § 806.05(c)). In the instant case, the none of the combinations as claimed require the 
particulars of the subcombination as claimed such as a settlement device having a control unit 
configured to compare the data of the charge from the settlement input device and the data 
of the charge from the mobile communication terminal, and transfer an amount of money 
determined by the data of the charge from the first account determined by the identification data 
of the mobile communication terminal received from the settlement input device to the second 
account determined by the identification data of the settlement input device at least when the 
data of the charge from the settlement input device and the data of the charge from the mobile 
communication terminal are in agreement. The subcombination has utility by itself or other 
combinations such as comparing the data of the charge from the settlement input device and the 
data of the charge from the mobile communication terminal and based the result of the 
comparison transferring an amount of money. 

Invention X (claim 15) is a subcombination distinct from combinations I, VII and X. 
Inventions IX and inventions I, VII and X are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that 
the subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the 
instant case, the none of the combinations as claimed require the particulars of the 
subcombination as claimed such as a settlement device having a control unit configured to 
transfer an amount of money determined by the data of the charge from a predetermined 
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account to the second account determined by the identification data of the settlement input 
device at least when the data of the charge, identification data of the mobile communication 
terminal, and identification data of the settlement input device are received from the settlement 
input device, no matter whether the data of the charge are received or not from the mobile 
communication terminal, and to transfer the amount of money determined by the data of the 
charge from the first account determined by the identification data of the mobile 
communication terminal to the predetermined account at least when the data of the charge are 
received from the mobile communication terminal. The settlement device has utility by itself or 
other combinations such as transferring an amount of money from a predetermined account to 
the second account when the data of the charge, identification data of the mobile 
communication terminal, and identification data of the settlement input device are received 
from the settlement input device, no matter whether the data of the charge are received or not 
from the mobile communication terminal. 

The examiner has required restriction between combination and subcombination 
inventions. Where applicant elects a subcombination, and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
allowable subcombination will be examined for patentability in accordance with 37 CFR 1.104. 
See MPEP § 821.04(a). Applicant is advised that if any claim presented in a continuation or 
divisional application is anticipated by, or includes all the limitations of, a claim that is allowable 
in the present application, such claim may be subject to provisional statutory and/or nonstatutory 
double patenting rejections over the claims of the instant application. 
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The examiner has required restriction between combination and subcombination 
inventions. Where applicant elects a subcombination, and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
allowable subcombination will be examined for patentability in accordance with 37 CFR 1.104. 
See MPEP § 821.04(a). Applicant is advised that if any claim presented in a continuation or 
divisional application is anticipated by, or includes all the limitations of, a claim that is allowable 
in the present application, such claim may be subject to provisional statutory and/or nonstatutory 
double patenting rejections over the claims of the instant application. 

8. Because these inventions arc distinct for the reasons given above and the search required 
for each group is not required for other groups, restriction for examination purposes as indicated 
is proper. 

9. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

10. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17(f). 

11. No telephone interview was conducted due to complexity of the restriction requirement 
and since the examiner knows from past experience that an election is seldom made by 
telephone, (see MPEP 812.01) 
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12. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAGDISH PATEL whose telephone number is (571) 272-6748. 
The examiner can normally be reached on SOGAM-MOI'M Men- 1 ue and [ hu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, KRAMER JAMES A can be reached on (571)272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/JAGDISH N PATEL/ 

Primary Examiner, Art Unit 3693 



